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The U.S. Court of Appeals for the Federal Circuit is skeptical that an 

artificial intelligence system can qualify as an "inventor" under the Patent 

Act. That was the consensus assessment of the recent oral argument in 

Thaler v. Vidal.[1] 

 

Given the ever-increasing importance of artificial intelligence, the 

questions raised at argument in the Thaler matter are worth special 

attention.[2] Appreciating the broader context of this appeal can provide 

strategic guidance for future AI litigation matters. 

 

Stephen Thaler is the owner of the Device for the Autonomous 

Bootstrapping of Unified Sentience, or DABUS, an artificial intelligence system named the 

Creativity Machine.[3] 

 

Thaler filed patent applications listing DABUS as the inventor.[4] The claimed inventions 

include a "light beacon that flashes in a new and inventive manner to attract attention 

('Neural Flame')," and a "beverage container based on fractal geometry ('Fractal 

Container')."[5] 

 

After the U.S. Patent and Trademark Office declined to issue the patents and the U.S. 

District Court for the Eastern District of Virginia declined to disturb that agency ruling, 

Thaler sought relief from the U.S. Court of Appeals for the Federal Circuit. The substance, 

tenor and frequency of questions from the appellate court arguably suggest that no relief is 

coming. 

 

This appeal was the first time that the Federal Circuit has substantively considered artificial 

intelligence. Prior to Thaler, the Federal Circuit has only addressed artificial intelligence in 

the context of procedural disputes. 

 

For example, in the 2020 Fitbit Inc. v. Valencell Inc. decision, the court considered a dispute 

involving a Patent Trial and Appeal Board clerical error in the context of a claimed method of 

generating data relating to physical activity.[6] 

 

What the Federal Circuit judges chose to ask about artificial intelligence in Thaler was 

revealing for the direction that judicial responses to AI may take in future cases. 

 

Chief Judge Kimberly A. Moore and Judges Richard Taranto and Leonard P. Stark asked 

questions that highlight three areas that AI patent litigators must navigate. 

 

First, AI patent litigation raises novel issues of statutory interpretation. Judge Moore began 

the judicial questioning[7] by quoting the Patent Act's "definition of inventor," a definition 

that includes "individuals."[8] 

 

Judge Moore asked how an artificial intelligence system could meet the statutory term 

inventor. Judge Stark also pressed this statutory question,[9] observing that the definition 

of an inventor as an individual was added to the statute relatively recently.[10] 

 

Counsel for DABUS[11] responded that the U.S. Supreme Court has elsewhere ruled that a 
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corporation can be an individual,[12] and urged that the statutory reading of the Patent Act 

should include artificial intelligence given the "purpose and context of the Act." 

 

Second, AI patent litigation raises novel questions concerning the role of humans in artificial 

intelligence. Judge Taranto set up his line of questioning by invoking dictionary definitions of 

artificial intelligence.[13] On his reading, the term "artificial intelligence" is "nearly always 

used to refer to the capability and not to the machine that has it."[14] 

 

Accordingly, it must be the "human with" the machine,[15] and not the machine itself, that 

invents using artificial intelligence. Counsel for DABUS[16] responded with an example that 

included using a supercomputer instead of a group of people to find a new pandemic-related 

drug, and a system that optimizes industrial components used by a different team to 

optimize the structure of brake pads.[17] 

 

Notably, the appellate attorney for the USPTO conceded[18] that cases where a human was 

expressly acknowledged as involved in the invention process could "open a Pandora's box" 

of issues, an answer that Judge Taranto found "less than comforting."[19] 

 

At least for now, however, the court seemed inclined not to engage further on the issue 

since the Thaler litigation assumes by stipulation that Thaler had no role in the 

invention.[20] 

 

Third, AI patent litigation will have consequences for other substantive areas of AI law. 

Judge Taranto asked DABUS counsel about the possibility of copyrights for the "mythical 

monkeys who type up Shakespeare."[21] 

 

Before answering, DABUS counsel noted he was out of argument time. There was then 

laughter in the courtroom, perhaps because some thought DABUS counsel did not want to 

address the question. 

 

Notably, however, the day before this oral argument, Thaler had sued the U.S. Copyright 

Office over its refusal to grant him a copyright for a computer-generated image of a 

landscape called "A Recent Entrance to Paradise."[22] 

 

Whether or not the copyright suit was the source of the judicial question, or whether or not 

counsel's response would have referenced that new suit, we do not know. The argument 

ended. But the copyright law question and suit demonstrate that questions about AI are not 

limited to patent law. 

 

As district court litigation involving AI continues to heat up, the Federal Circuit will certainly 

have other opportunities to address AI. Meanwhile, many are advocating for new laws in 

light of artificial intelligence's increasing importance.[23] 

 

Indeed, the district court in this case wrote that "[a]s technology evolves, there may come 

a time when artificial intelligence reaches a level of sophistication such that it might satisfy 

accepted meanings of inventorship."[24] And should that time arrive, "it will be up to 

Congress to decide how, if at all, it wants to expand the scope of patent law."[25] 

 

But while specific changes to laws are certainly possible, this case shows that our litigation 

system is itself capable of handling AI disputes. There is nothing new about a patent dispute 

turning on contested readings of statutory text.[26] There is nothing new about a dispute 

turning on contested understandings of technology.[27] 
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And there is nothing new about patent rulings influencing other substantive areas of 

law.[28] In many settings, artificial intelligence is pushing all of us into new places. But for 

the legal system, the systematic learning from existing data should work just fine.[29] 

 

To end with a familiar and particularly on-point truth from Oliver Wendell Holmes Jr., "[t]he 

life of the law has not been logic: it has been experience."[30] 
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